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Atty. Docket: 2500 DIV2 CON2 DIV3 CON7 
(203-3515 DIV2 CON2 DP/3 CON7) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANT: Peter M. Bonutti 



EXAMINER: Thaler, Michael H. 



SERIAL NO.: 10/743,192 



GROUP UNIT: 3731 



FILED: December 22, 2003 



DATED: January 1 7, 2006 



FOR: FLUID OPERATED RETRACTORS 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



The above-referenced application has been reviewed in light of the Advisory Action 
mailed January 13, 2006 and the final Office Action mailed July 15, 2005. By the present 
communication, the Applicant respectfully requests a panel review of the final rejection in the 
above-identified application. A Notice of Appeal is being filed concurrently with this request. 

The Advisory Action maintained the rejection of claims 1-4 and 7. In the Office Action 
mailed on July 15, 2005, these claims were rejected under 35 U.S.C. § 102 (b) as being 
anticipated by, or in the alternative, under 35 U.S.C. § 103 (a) as obvious over U.S. Patent No. 
3,417,745 to Sheldon (the 745 patent). 
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However, the 745 patent, either explicitly or impliedly, fails to disclose every aspect of 
the claimed apparatus as required under 35 U.S.C. § 102. In addition, the 745 patent does not 
suggest modifying the disclosed device and yielding the claimed apparatus as required under 35 
U.S.C. § 103. Therefore, the Office Action fails to establish its prima facie case for an 
anticipation rejection under 35 U.S.C. § 102 (b) and for obviousness under 35 U.S.C. § 103. 

The 745 patent explicitly discloses a device for viewing regions of a patient f s spinal 

column. According to the 745 patent, the device includes an inflatable member attached to a 

distal end of the device, wherein the inflatable member is inflated to move the dural sac in the 

patient's spinal column, thereby providing a clear field of sight to a herniated disc that is hidden 

by the dural sac. In particular, the 745 patent discloses that "[i]n some cases it was found 

necessary to provide an adequate space between the optical viewing system such as 19, or 19c, 

and the examined part." 1 Additionally, the 745 patent continues and states that "[t]he inflation 

of the member 57 causes separation of the examined part from the distal end of the spinescope." 

The 745 patent discloses several embodiments of the spinescope, each of which is suitable for 

insertion into a patient's spinal column and displacing soft tissue (i.e. the dural sac) or turbid 

fluid which obstructs the view of the herniated disc (i.e. the examined part). 3 In particular, the 

745 patent specifically discloses that: 

[i]t was found that in many examinations the spinal fluid was turbid an impaired 
is [sic] visibility. I have solved this problem by the construction in which an 
inflatable transparent member is mounted at the distal end of the spinescope. The 
inflated member 50 displaces the turbid spinal fluid and produces thereby a clear 
field of vision. 4 



1 U.S. Patent No. 3,417,745 at Column 8, line 74 - Column 9, line 23. 

2 Ibid. 

3 See Applicant's amendment response of December 12, 2005 on page 6. 

4 Ibid at Column 8, lines 49-54. 
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Communication dated January 17, 2006 

Clearly, the 745 patent teaches a device that is adapted for urging soft tissue away from 
the distal end of the device, thereby providing an unobstructed field of view through the 
instrument. In doing so, the 745 patent teaches away from an apparatus that separates adjacent 
portions of bone tissue, such as the apparatus recited in claim 1 of the instant application. Ergo, 
the 745 patent does not teach or fairly suggest an apparatus having an inflatable member 
arranged to separate adjacent portions of bone tissue. 

Therefore, the 745 patent does not anticipate the claimed apparatus since it fails 
explicitly or inherently disclose every feature recited in claim 1 as required under 35 U.S.C. § 
102. Furthermore, the 745 does not suggest to one of ordinary skill in the art that the device 
disclosed therein should be modified such that the inflatable bladder separates adjacent portions 
of bone tissue as recited in claim 1 as required under 35 U.S.C. § 103. 
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